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RECENT BRITISH DECISIONS 


PART I 


RECENT BRITISH DECISIONS IN TRADE-MARK AND UNFAIR COM- 
PETITION CASES AND THE LIKE 


By Dr. Paul Abel, London* 


A. Trade-Marks 
I. Defensive Trade-Marks: 


The British Trade-Mark legislation in 1938 has created a new class of trade- 
marks, called defensive trade-marks,’ by inserting section 27 in the Trade-Marks 
Act, 1938. Section 27, subsection 1, of that Act reads as follows: 


Where a trade-mark consisting of an invented word or invented words has become so 
well known as respects any goods in respect of which it is registered and in relation to 
which it has been used that the use thereof in relation to other goods would be likely to 
be taken as indicating a connection in the course of trade between those goods and a 
person entitled to use the trade-mark in relation to the first-mentioned goods, then, not- 
withstanding that the proprietor registered in respect of the first-mentioned goods does 
not use or propose to use the trade-mark in relation to those other goods and notwith- 
standing anything in the last foregoing section, the trade-mark may, on the application 
in the prescribed manner of the proprietor registered in respect of the first-mentioned 
goods, be registered in his name in respect of those other goods as a defensive trade-mark 
and, while so registered, shall not be liable to be taken off the register in respect of those 
goods under the last foregoing section.” 


The question arose whether in the case of well known trade-marks which have 
become identified with the proprietor in respect of certain goods the proprietor is 
entitled to registration of that trade-mark in respect of any goods whatsoever’ or only 
in respect of goods of a specific kind in relation to which the use of the trade-mark 
would be likely to lead to confusion. This question was decided in the latter sense 
in re Ferodo Ltd’s application,* the first reported case on the construction of section 
27 (1) of the Trade-Marks Act, 1938. 


The facts of the case were the following: Ferodo Ltd.—hereinafter referred to as 
“the applicants” or “the appellants”—had continuously for nearly 40 years carried 
on a business of manufacture and sale of brake and clutch blocks and linings and 
similar articles for use in machines of various kinds including motor cars and also 
for the manufacture and sale of a few household articles, such as stair and step 
treads and covers. They were owners of the word mark “Ferodo” registered in 


* Doctor of Laws (Vienna), Consultant in International Law, London. See previous reports 
by this author in 33 T.-M. Rep. 29 and 107; 34 T.-M. Rep. 92; and 35 T.-M. Rep. 15. 
1. See about this term, inter alios, Dr. M. Wasserman in 34 T.-M. Rep. 131 and 132. 
2. The “last foregoing section” is Section 26 which provides for the removal from the reg- 
ister of a registered trade-mark on the ground of non-user. 

3. The subsection is so construed by H. K. Turner, M.C., in his book “The Law of Trade 
Marks,” 1938, p. 35. 

4. May 16, 1945, Chancery Division of the High Court, London; (1945) 2 All E.L.R. 95 
See also Times Law Reports 1945, p. 778 and R.P.C. 62, p. 211. 
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respect of the goods just mentioned. During the period from 1932 to 1943 the 
annual value of the applicants’ sales rose from about half a million to more than 
one million £. During the same period the annual expenditure by the applicants 
upon advertising exceeded £20,000. They advertised in daily papers, periodical 
magazines and technical papers; they displayed engines on roadsides, bridges, 
garages, etc.; they distributed as gifts, inter alia, matches bearing their trade-mark. 
The number of their customers was shown to be about 60,000. 

On the above evidence they applied for registration of their trade-mark 
“Ferodo” as a defensive trade-mark under section 27 (1) of the Act in respect of 
all goods comprised in class 5 (pharmaceutical, veterinary and sanitary substances ; 
infants’ and invalids’ foods; material for bandaging; material for stopping teeth, 
dental wax, disinfectants; preparations for killing weeds and destroying vermins) 
and in class 34 (tobacco, raw or manufactured, smokers’ articles; matches). They 
contended that they had proved such a degree of notoriety for the use of the word 
“Ferodo” that the use of the word in respect of any of the goods contained in classes 
5 and 34 would be likely to be identified as the applicants’ mark and that, therefore, 
the requirements of section 27 (1) of the Act had been complied with. 

The Assistant-Comptroller of the British Patent Office refused the application. 
He did not think that the applicants had satisfied the requirements of the subsec- 
tion. He gave, however, leave to the applicants to file further evidence in respect 
of such goods which could properly be said to be of the same description as goods 
in respect of which the applicants’ mark was already registered and used, but the 
applicants have not availed themselves of that opportunity. 

The applicants appealed to the Court. Their counsel stressed that there was at 
least a moral case for justifying the grant of monopolistic rights and that other 
persons should be prevented from obtaining for themselves the advantages attaching 
to the applicants’ well known trade-mark by using this word for other articles. 

The Court (Mr. Justice Evershed, Chancery Division) dismissed the appeal for 
the following reasons: It stated that the word “Ferodo,” an invented word, had 
been used by the applicants’ predecessors since 1906 and that the goodwill attached 
to its use had been built up by the applicants and their predecessors. The judge 
considered that the phrase “as respects any goods” which follows the words “so 
well known” in the subsection requires that the knowledge of the word should be 
knowledge of it in its application to goods of a specific kind. “Thus,” His Lordship 
argued, “in the present case, it is in my opinion necessary to show that the word 
‘Ferodo’ has become so well known in its application to goods of a specific kind, 7.e., 
brake and clutch linings and the like (originating in fact from the appellants), that 
its use in relation to ‘other goods’ in classes 5 and 34—for instance when applied 
to a bottle of aspirin tablets or a packet of cigarettes—would be likely to lead persons 
buying or obtaining them to suppose that they originated from the same persons who 
made and marketed Ferodo brake or clutch linings, namely, the appellants. In 
reaching a conclusion on this matter it is obvious that the nature of the goods ‘in 
respect of which’ the trade-mark ‘is registered and used’ is an important factor, 
for, generally speaking, the more special in character are those goods and the more 
limited their market, the less likely will be the inference required by the subsection 
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to be decisive in relation to goods of a very different kind. If ‘Ferodo’ were a mark 
which had achieved notoriety in connection, say, with a paint or a dye-stuff used 
by the domestic householder, the required inference would be much more easily drawn 
from its application to pharmaceutical products.” 

Mr. Justice Evershed then referred to an observation of a former Registrar of 
trade-marks to the effect that some trade-marks, such as “Bovril’’ and “Kodak,” 
are so well known in one particular field that their use by any person other than the 
proprietor in respect of any goods whatsoever would prima facie suggest a connec- 
tion of such goods with the proprietor of the marks. His Lordship remarked that 
he was not persuaded of the soundness of this proposition because if “Bovril’’ is 
well known to the great majority of the population in this country it is so known 
as indicating a particular kind of foodstuff, and the application of this word to, say, a 
typewriter machine might well be held not to be in the least degree likely to lead to 
the indication referred to in the Act. 


The judge quoted as another illustration 
the word “Spitfire” familiar to the whole population as a description of an aeroplane. 
“Tf,” His Lordship said, “a manufacturer of toothpaste were to describe one of 
his products as ‘Spitfire’ toothpaste I should find it difficult to suppose that to 
any purchaser of the toothpaste the name would indicate a connection in the course 
of trade between the toothpaste and the aircraft manufacturers. On the other hand 
if the mark had been registered and used in respect of a wide variety of goods ac- 
quired by the common man, its application to other goods even of a very different 
kind might fairly lead to the inference of trade connection; and the example of 
‘Kodak’ may well illustrate the latter kind of use. Each case will be decided upon 
its own facts.” 

His Lordship further stressed that the meaning of the words “a connection in 
the course of trade” in section 27(1) involves no departure from the old established 
conception of indication of origin. He referred in this connection to the decision 
of the House of Lords in Aristoc, Ltd. v. Rysta. Ltd.’ As stated above, the applicants 
have advertised their goods also by distributing matches bearing the word “Ferodo.” 
His Lordship considered that a member of the public seeing goods of the character 
of those comprised in classes 5 or 34 bearing the word “Ferodo” might suppose 
that such goods were being distributed as part of an advertising campaign; “it fol- 
lows,’ he added, “from the Aristoc case that the phrase ‘connection in the course 
of trade’ etc. does not cover advertising media of this kind. In other words, I think 
that by ‘a connection in the course of trade’ is meant (as regards the present case) 
that the production and marketing of the goods in question is part of the appellants’ 
business or trading enterprise.” 

The judge, therefore, agreed with the Assistant-Comptroller “that the somewhat 
narrow and special field of manufacture to which the mark has been applied and be- 
come known increases the difficulty of establishing as a matter of fact that the adop- 
tion of the words ‘in relation to’ goods of a widely different character would be 


5. See the report on this case in the author’s review in 35 T.-M. Rep. 15; this important 
case in which fundamental principles of trade-mark law were in issue has been reported since 
also in (1945) A. C. 68; in 62 R.P.C., p. 65; and in The Times Law Reports 1945, p. 14. 
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likely, according to the standard of common sense, to lead to an inference of com- 
mon origin.” 

His Lordship finally added some important observations as to the character of 
the evidence to be tendered in support of an application under section 27(1) of the 
Act. He said in this respect : 

a. “It seems to me desirable that there should be available for the assistance of 
the Court some evidence from persons concerned and experienced in the trades af- 
fecting the classes of goods in respect of which defensive registration is sought. In 
the first place it should be proved that the word ‘Ferodo’ has not in fact already 
been used and applied to any goods falling in those classes. Secondly it might 
well be important for the Court to be informed of the significance within these trades 
of the use of brand names. Thus, as regards aspirin tablets, purchasers of such 
goods may, by reason of the multiplicity of brand names applied to goods which are 
in quality substantially identical or for other reasons, pay little or no regard to the 
proprietary name but be content when they ask for and obtain ‘aspirin’ of what- 
ever origin or manufacture. On the other hand, it may equally be that a buyer of a 
packet of cigarettes will attach great importance to the brand or source of manufac- 
ture and will, therefore, pay particular regard to the name on the packet. Thirdly 
I think it would be both legitimate and useful for witnesses of the kind I have men- 
tioned to state what, having regard to their own business experience, would be the 
effect in their own minds of seeing, say, ‘Ferodo’ aspirins or ‘Ferodo’ cigar- 
Gis 2...” 

b. “On the other hand, the production of a sheaf of affidavits sworn to by mem- 
bers of the public each stating what he or she thinks on seeing a bottle of ‘Ferodo’ 
aspirin or a packet of ‘Ferodo’ cigarettes and why, would in my judgment be of 
negligible value. Twenty-five such statements might appear impressive in weight 
of paper, but would represent so slight a fraction of the whole population as to be no 
guide to popular opinion and no reliable measure of the notoriety of the mark.” 

For these reasons, the appeal failed and was dismissed. 


II. Non-use of Trade-Marks: 


The registration of a defensive trade-mark is not open to attack on the grounds 
that there was no bona fide intention to use the mark or that there has been no user 
for five years, whereas ordinary trade-marks may—with some exceptions—be re- 
moved from the register for either of these reasons under section 26 of the Act. In 
a case tried by the Registrar of Trade-Marks, Sir Frank Lindley, the registered 
proprietors of a trade-mark, an Australian company, tendered evidence that they 
had, with the object of establishing a market for their goods in Great Britain, ex- 
ported thereto from Australia certain samples in relation to which the mark was 
used. The samples were supplies to an associated company in Great Britain in 
the course of negotiations for the marketing of the goods for them. The point 
in issue was as to whether or not the use in relation to these samples was such 
a bona fide use of the mark in relation to the goods as is mentioned in paragraphs 
(a) and (b) of section 26 (1) of the Act. The Registrar gave the following Ruling :° 


6. Published under the heading: “Official Ruling” in 61 R.P.C. 148. 
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Use in relation to these samples was, I think, use in the course of trade within the 
meaning of section 4 and section 26 (1) and (2) of the Act. It is not, in my view, 
necessary for the purpose that the goods on or in relation to which the mark was used 
shall be goods that are themselves being at the time directly offered for sale in this coun- 
try. It is enough, it seems to me, if the mark is used upon, or in physical or other relation 
to samples which are supplied by the proprietor of the trade-mark to another firm with a 


view to obtaining some channels such as an agency or wholesale purchaser for the goods 
to this market. 








B. Description of Goods 





I. The Labelling of Food Order (No. 2), 1944: 


By an Order made by the Minister of Food in Great Britain on December 28th, 
1944 (Statutory Rules and Orders, 1944, No. 1447), is was ordered—inter alia— 
that, subject to some exemptions specified in a Schedule, “no person shall sell by 
retail or display for sale by retail any pre-packed food, unless there appears on a 
label marked on or securely attached to the wrapper or container a true statement 
as to the matters hereafter mentioned in this Article.’ The said statement shall be 
clearly legible and shall appear conspicuously and in a prominent position on the 
label, and if the food is pre-packed in more than one wrapper or container, the label 
shall be marked on or attached to the innermost wrapper or container, a label bear- 
ing a like statement shall be marked on or securely attached to, or be clearly legible 
through, the outer-most wrapper or container.” The Order provides that the said 
statement must specify the name of either the packer or the labeller of the food and 
an address at which such person carries on business, provided that it shall be suffi- 
cient if instead there appears prominently on the label a trade-mark of which there 
is in the Trade-Marks Register kept under the authority of the Trade-Marks Act, 
1938, a subsisting entry in respect of such food, and if there are associated therewith 
on the label the words: “Registered Trade Mark.” The Order by which the 
previous Labelling of Food Order, 1944, was repealed contains detailed prescrip- 
tions as to what the said statement must further specify, such as in the case of a 
food consisting of one ingredient, the appropriate designation of the ingredient; in 
the case of a food made of two or more ingredients, the common name or the usual 
name (if any) of the food and the appropriate designation of each ingredient, more- 
over the minimum quantity of the food in the wrapper or container expressed either 
in terms of net weight or of measure. Special provisions are given as to any food 
sold with a label claiming that vitamins or minerals are present in the food. It is 
prohibited to remove, add to, alter, deface or render illegible any statement upon 
a label printed on or attached to a wrapper or container in pursuance to the Articles 
of the Order, provided that it shall be a defence that the food was in the possession 
of the person concerned otherwise than for sale or that that person acted without 
intent to deceive. 




























II. The case G. T. Stoodley v. H. D. Thomas & Sons, Ltd. and G. Cooksey: 


Messrs. Thomas & Sons, Ltd. are milk salesmen to customers in London, and 
one of their customers was the Guardian Assurance Co., Ltd. Cooksey was their 







7. See as to the U. S. A. law in this respect the review by Walter J. Derenberg of the 
first volume of “Food Regulation and Compliance” by Arthur D. Harrick, 34 T.-M. Rep. 181. 
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roundsman. When the milk was delivered there was nothing to indicate how much 
milk was in the can. When the account book was presented which was kept by 
Thomas & Sons it was found that they had overstated in the book the quantities of 
milk actually delivered at the customer’s premises. Summonses were taken out 
against the respondents who were charged to have sold milk under a false descrip- 
tion. The charge was based on section 2 (2) of the Merchandise Marks Act, 1887, 
that “every person who sells ... any goods... to which any .. . false trade descrip- 
tion is applied” is guilty of an offence. 

The magistrate dismissed the information holding that section 2 (2) is only 
applicable if the false trade description was applied at the time of the delivery of the 
goods. 

The appeal by way of case stated was unanimously dismissed by the King’s 
Bench Division (Atkinson, Wrottesley and Tucker, JJ.).° 

Mr. Justice Atkinson in giving judgment said he agreed with the magistrate 
that “there was no offence under the subsection unless the false trade description 
did exist and was applied to the goods at the time of sale.” After reviewing the au- 
thorities His Lordship declared: “I think it is impossible to say that on any of these 
days there was a sale of goods to which a false description was applied. It seems 
to me it is quite impossible to say, because ten days or a fortnight later in an invoice 
the quantity of goods was overstated, that that false trade description was applied 
in any sense at the time of the sale.” 


Ill. The Taxol Case: 


Section 11, subsection 1, of the Pharmacy and Medicines Act, 1941, provides 
that “no person shall: (a) sell by retail any article . . . comprising a substance rec- 
ommended as a medicine . . . unless there is written . . . on the article or on a label 
affected thereto ... (i) the appropriate designation of the substance . . . or of each of 
the active constituents thereof or of each of the ingredients of which it has been com- 
pounded, and... (ii) the appropriate quantitative particulars of the constituents 
or ingredients.” 

Under section 13, subsection 1, of that Act it is a defence to a charge of in- 
fringing section 11 (1) for the person charged to prove “that he did not know, 
and had no reason to believe, that the article consisted of or comprised” a substance 
not mentioned in the particulars required to be given. 

An inspector appointed by the Pharmaceutical Society of Great Britain pur- 
chased at a shop of the Chemists Heppels (1932), Ltd. a prepacked bottle of Taxol 
tablets. The bottle was labelled with a list of the ingredients, but a small but 
substantive quantity of aloes contained in the tablets as well was not mentioned. 
Aloes are a vegetable drug with purgative effect. The chemists sold the bottle as 
they had bought it from the wholesalers. They knew the text of the label but con- 
tended that they did not know, and had no reason to believe, that the tablets con- 
tained any active substance not mentioned on the label. The Society alleged that 
section 13 (1) is only a defence to the retailer if he can show that he did not know 
that what he sold was recommended as a medicine. The magistrate did not share 


8. May 1, 1945; (1945) 2 All E.L.R. 89; The Times Law Reports 1945, p. 417. 
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this view and dismissed the information proffered by the Society. The Society filed 
an appeal. The Court (King’s Bench Division ; Lewis, Birkett and Oliver, JJ.) dis- 
missed the appeal.? Mr. Justice Lewis said it is sufficient for the respondents, being 
retailers dealing in medicines to establish that they did not know, and had no reason 
to believe, that the article sold, namely “Taxol,” contained something which did not 
appear on the label. The two other members of the Court concurred with that 
view. 
C. Restrictive Covenants 

I. The Pagola Case: 

The defendants, the “Four Pagolas,” had entered—after some previous nego- 
tiations—into a contract with Marco Productions, Ltd., hereinafter referred to as 
“the plaintiffs,” whereby the defendants undertook to act in the plaintiffs’ produc- 
tion of the pantomime “Jack and the Beanstalk” at the theatre in Oxford for the 
Christmas season 1944. The contract provided, moreover, that “the artists shall not 
during the engagement or at any time prior appear in any other entertainment private 
or public without the consent of the Company.” In the autumn of 1944 the plaintiffs 
got knowledge that the defendants intended to appear during Christmas 1944 at Man- 
chester in a production other than a performance to be arranged by the plaintiffs. 
They, therefore, instituted proceedings against the defendants, claiming (1) a dec- 
laration that the defendants were bound to perform as required in a production of 
the plaintiffs for the Christmas season 1944, and (2) an injunction to restrain the 
defendants from acting in any performance produced by any others for that season. 

Under English law, specific performance cannot be decreed of contracts for per- 
sonal service, but a negative stipulation not to act is enforceable by injunction; a 


‘stipulation, however, which is negative merely in form, but positive in substance 


cannot be enforced by injunction. The defendants’ counsel took the view that if an 
injunction were granted in this case where there was no damage arising from the 
breach of a negative undertaking that would mean doing indirectly what could not be 
done directly, viz. enforcing the positive covenant. 

Mr. Justice Hallett (King’s Bench Division)” said that the words “or at any 
time prior” could be severed from the rest, these words being too wide and unen- 
forceable, but that, with these words severed, the claim was a valid restriction on 
the activities of the defendants during the engagement. “That the plaintiffs,” the 
judge considered, “will suffer damage if the defendants refuse to appear in the 
Oxford pantomime appears to me to be very probable. I cannot put it higher than 
that, because it may be that in the few weeks which remain before the pantomime 
is to begin the plaintiffs will succeed in securing other performance to fill the gap 
which will be left in the production by the recession of the defendants . . . On the 
other hand, there is no evidence before me that the plaintiffs will be damaged by 
the defendants performing for this rival production at Manchester. Nobody can 
suppose that the audience that would be to the Oxford theatre to see the defendants 


9. April 30, 1945; The Times Law Reports, 1945, p. 378; (1945) 2 All E.L.R. 33; 
The Solicitors’ Journal, 1945, p. 282. 

10. Marco Productions Ltd. v. Pagola and Others; November 20, 1944; (1945) 1 K.B. 
111; (1945) 1 All E.L.R. 155; The Solicitors’ Journal 1945, p. 116. 
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would be directed to Manchester to see them and counsel for the defendants argues 
that that is a reason why the plaintiffs should not obtain the injunction which they 
claim.”’ After reviewing some authorities Mr. Justice Hallett continued: “I am 
not satisfied that before an injunction can be granted, it is necessary for the plain- 
tiffs to establish that they may suffer damages as a result merely of the breach of 
the negative undertaking. In other words, I am not satisfied that the plaintiffs 
must prove that by performing for the rival company the defendants may cause more 
damage than by remaining idle.”” The judge rejected the defendants’ contention that 
the injunction would have the effect of ordering specific performance of a contract 
for personal service because he was not convinced that if injunction were granted 
the defendants would be compelled to work for the plaintiffs; the granting of an in- 
junction would not necessarily compel the Pagolas to give specific performance of 
their positive obligation under the contract. His Lordship stressed the duty of a 
Court of Equity “to respect and enforce the sanctity of contracts, although there 
are limitations as to the methods for which that can be done.” He regarded 
four weeks as the minimum period of the proposed engagement of the defendants. 
A declaration was, therefore, made that there was a binding and enforceable con- 
tract by the defendants to perform in the plaintiffs’ production for the Christmas 
season 1944/45, and an injunction was granted to restrain the defendants from ap- 
pearing as from December 26th, 1944, for a period of four weeks in any production 
other than that of the plaintiffs. 


II. The Vivian Leigh Case: 


The dailies published in February 1945 reports regarding a motion presented 
in the Chancery Division by the Hollywood film producer David Selznick against 
the stage and film star Vivian Leigh.” The plaintiff sought to restrain her from 
performing without his consent in a play “The Skin of our Teeth.” The motion 
was based on a contract concluded in 1939 between the parties whereby the engage- 
ment of Miss Leigh as “Scarlett O’Hara” in “Gone with the Wind” was provided 
and Miss Leigh was prevented from appearing in a stage or photoplay without Mr. 
Selznick’s consent for some years. Her weekly remuneration was £312, rising in later 
years. Miss Leigh contended that a contract such as hers was unenforceable under 
American law and that no injury could occur to the plaintiff through letting her act 
for eight weeks in the play “The Skin of our Teeth” whereas considerable damage 
would be caused to a number of completely innocent people if the injunction were 
granted. Mr. Justice Romer refused the motion; he said that the covenant sued on 
was an extraordinarily stringent one and quite plainly an injunction could not be 
granted on its terms; the breach of the negative covenant would not lead to serious 
loss or damage to Mr. Selznick. 


D. Some Statistics’ 


The annual report by the Comptroller General of the British Patent Office for 
the year 1944 shows considerably higher figures nearly in all respects as compared 








11. See eg., The Daily Telegraph, February 27, 1945 and Evening Standard, February 
23, 1945. See also MacGillivray, K.C., in “The Author,” vol. 56, p. 15. 
12. See Statistics for 1942, 33 T.-M. Rep. 113, and for 1943, 35 T.-M. Rep. 18. 
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.with the figures for 1943 (the latter figures are given in parentheses). 6786 appli- 
cations for trade-mark registration in part A of the Register were filed in 1944 
(1943: 5345) and 157 (126) in Part B. 2994 (2415) trade-marks were registered 
in 1944 in Part A and 346 (326) in Part B. Of the trade-marks registered in 
1930 registration was renewed in 1944 for a second period of fourteen years in 
3804 cases, of those registered in 1916 registration was renewed for a further period 
of fourteen years in 1001 cases, of those registered in 1902 registration was renewed 
for a fourteen year period in 864 cases whereas of trade-marks registered in 1888 
registration was renewed for fourteen years in 1320 cases. 

As in previous years the greatest number of trade-mark registrations was ef- 
fected in Class 5 ” Pharmaceutical, veterinary and sanitary substances, infants’ and 
invalids’ food, etc.” : 440 cases (373) ; the next highest figures are: 


Class 24 “Tissues, piece goods, bed and table covers, etc.” 285 (154) cases. 

Class 25 “Clothing, including shoes, boots and slippers” 248 (188) cases. 

Class 3 “Bleaching preparations, soap, perfumery, etc.” 247 (260) cases. 

Class 9 “Scientific, nautical, surveying, and electrical apparatus and instruments (includ- 
ing wireless), etc.” 169 (148) cases. 

Class 30 “Coffee, tea, cocoa, sugar, rice, etc.” 167 (132) cases. : 

Class 16 “Paper and paper articles, stationery, office requisites, etc.” 148 (109) cases. 

Class 7 “Machines and machine tools, motors (except for vehicles), etc.” 138 (127) cases. 

Class 1 “Chemical products used in industry, science, etc.” 135 (163) cases. 

Class 2 “Paints, varnishes, laquers, etc.” 125 (72) cases. 


Hearings on official objections to applications for registration of trade-marks 
took place in connection with applications for registration in 2345 (2170) cases; as 
a result, 26 (34) applications were allowed to proceed unconditionally and 459 
(1058) were allowed to proceed subject to conditions to be fulfilled by the appli- 
cants; 131 (82) were accepted for registration in Part B of the Register; 21 (18) 
were withdrawn, 323 (378) were refused In 685 cases, the applications were sus- 
pended at the request of the respective applicants pending further steps by them. 
Seventy-one (79) notices of opposition to the registration of trade-marks were 
received in 1944 and hearings took place in respect of 9 (12) such oppositions. 

Applications for Trade-Mark Suspensions under the Patents, Designs, Copy- 
right and Trade-Marks (Emergency) Act, 1939, in respect of enemy owned trade- 
marks amounted since the Act came into force in September 1939 to 64 cases; op- 
position was filed in 19 applications; 52 applications were granted, 5 were refused 
and 7 were withdrawn. 

The library of the British Patent Office was visited in 1944 by 50,373 (51,942) 
persons. The library keeps 82,969 (82,534) works or 318,605 (316,531) volumes. 
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A CANADIAN TRADE-MARK DECISION 
By Harold G. Fox* 


An interesting decision was rendered on August 30, 1945, by the Exchequer 
Court of Canada in C. Fairall Fisher (carrying on business under the name and 
style of Fisher Bros. Reg’d) v. British Columbia Packers Limited. 

The facts of the case are as follows: The petitioner had used since 1940 the 
word “‘Sea-lect” as a trade-mark for canned fish and lobster at his places of business 
in Montreal and Charlottetown. The respondent, in June, 1941, registered the 
word “Sea-lect’’ and thereafter sold fish products, both fresh and frozen, under 
the word, from its Vancouver and New Westminster plants. Petitioner moved to 
expunge the registration on the grounds that the respondent was not the first user 
of it and that it was descriptive of the wares in connection with which it was pro- 
posed to be used. Petitioner also moved for an order under Section 29 of the Un- 
fair Competition Act that the word be registered in his name on the ground that 
it had acquired a secondary meaning denoting and distinguishing the goods, sold 
by him. 

It was held by Thorson, J.: (1) following, the decision in Canada Crayon Co. 
Ltd. v. Peacock Products Ltd. (1936) Ex. C. R. 178 that, in view of the petitioner’s 
failure to register his mark, his prior use of it was immaterial and the respondent's 
registration could not be disturbed on that ground. 

(2) The word “Sea-lect” is clearly descriptive of quality and is excluded from 
registration by Section 26 (1)(c) and (d) of the Act. The respondent's registra- 
tion should, therefore, on that ground be expunged. 

(3) The word “Sea-lect” is unregistrable because it is incapable of acquiring dis- 
tinctiveness. 

(4) Corruption or mispelling of a non-distinctive word cannot change its charac- 
ter. 

(5) The word “Sea-lect” is a mere laudatory epithet and cannot acquire a sec- 
ondary meaning. The applicant is therefore not entitled to an order for registra- 
tion. 

The important feature of this judgment is the complete yet concise analysis 
the President of the Exchequer Court gives of the qualities which must be possessed 
by a word in order that it may be registered as a “word-mark” under the Statute. 
He carefully points out that, while distinctiveness is an essential requirement of a 
trade-mark, such quality may be acquired even where originally lacking, for the 
definition in the Statute speaks of a symbol which has “become” adapted to dis- 
tinguish. Such a word must be capable of distinctiveness otherwise it cannot ac- 
quire this quality. Among words which are so incapable are mere laudatory epithets. 
These are in a sense descriptive words but while these latter are capable of acquiring 
distinctiveness, no amount of user of laudatory epithets can give the quality of dis- 
tinctiveness that is essential to a trade-mark. As the learned President points out, 





* Member of the staff of the University of Toronto Law School. Author of several text- 
books on the Canadian law of copyrights and trade-marks. 


















































A CANADIAN TRADE-MARK DECISION 





125 


if a mark cannot be distinctive, it cannot become adapted to distinguish and no 
amount of user of it can make it a trade-mark. 

Perhaps the point in this judgment which will be of most interest to practitioners 
in the United States is that which relates to the paramount position occupied by a 
registrant over a prior user. In order that the point may be apparent, the relevant 
provisions of the Unfair Competition Act are here quoted: 


4. (1) The person who, in association with wares, first uses or makes known in 
Canada, as provided in the last preceding section, a trade-mark or a distinguishing guise 
capable of constituting a trade-mark, shall be entitled to the exclusive use in Canada 
of such trade-mark or distinguishing guise in association with such wares, provided that 
such trade-mark is recorded in the register existing under the Trade-Mark and Design 
Act at the date of the coming into force of this Act, or provided that in compliance with 
the provisions of this Act he makes application for the registration of such trade-mark 
within six months of the date on which this Act comes into force, or of the date of his 
first use thereof in Canada, or of the date upon which the trade-mark or distinguishing 
guise was first made known in Canada, as provided in the last preceding section, and 
therefore obtains and maintains registration thereof under the provisions of this Act. 

(2) The use of a trade-mark or a distinguishing guise capable of constituting a trade- 
mark by a person who is not registered as the owner thereof pursuant to the provisions 
of this Act shall not confer upon such person any right, title or interest therein as against 
the person who is registered as the owner of the same or a similar trade-mark or dis- 
tinguishing guise. 

(3) Notwithstanding the provisions of subsection one of this section, the person who 
first uses or makes known in Canada, in association with wares a trade-mark or a dis- 
tinguishing guise capable of constituting a trade-mark, may apply for and secure registra- 
tion thereof after the expiration of any of the periods of six months specified by subsection 
one, provided the same or a similar trade-mark or distinguishing guise has not been 
registered by another for use in association with the same or similar wares, but such 
application shall not be allowed or the registration of such trade-mark made before the 
expiration of a period of six months from the date of such application. 


The interpretation here placed on these provisions was first promulgated by 
Angers, J., in the Exchequer Court in Canada Crayon Co. Ltd. v. Peacock Products 
Ltd. (1936) Ex. C. R. 178. It was followed by Maclean, J., in Fine Foods of 
Canada Ltd. v. Metcalfe Foods Ltd. (1942) 2 Fox Pat. C. 113, 202 and in the 
present case, Thorson, J., expressed himself as bound by the first of these decisions. 

What seems to have been overlooked in all three cases is the clear wording of 
Section 4(1) and (3) that the right to register a trade-mark is given by the statute 
only to the person who “first uses” the mark in Canada. In none of these three 
cases was the registrant the first user and so, it is submitted, was not entitled to 
registration. It is true that the right to register given by Section 4(3) is condi- 
tioned on the hypothesis that the same or a similar mark has not been registered by 
another for use in association with the same or similar wares. But the point is that 
if that other person is not the first user of the mark in Canada he is not entitled to 
registration whether it be under Section 4(1) or Section 4(3). 

While Section 4(2) provides that the use of a mark which is not registered 
shall not confer upon the user any right, title or interest therein as against the per- 
son who is registered as the owner of the same or a similar mark, the deprivation of 
interest, right or title in such mark does not deprive such person of his status as a 
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“person interested” within the meaning of Section 52 nor of his right as such to 
move for expungement on the ground that “the entry as it appears on the register 
does not accurately express or define the existing rights of the person appearing to 
be the registered owner of the mark.” And if the mark has been registered by a 
person who was not the first user thereof, the entry certainly does not accurately 
express or define the existing rights of that person for, according to Section 4, he 
has no rights. 

That the interpretation of these sections, which has been made, could have been 
made by the learned judges above mentioned seems strange in the light of their clear 
terms. But it must be obvious that at least Angers, J., misdirected himself and that 
both Maclean, J., and Thorson, J., have been bound by that decision on the rule of 
stare decisis. Such an interpretation sets aside the fundamental conception of trade- 
mark law that it is the first use and adoption of a mark for the purpose of distin- 
guishing the user’s goods which is the ruling condition (Cf. Groff v. Snowdrift 
Baking Powder Co. (1889) 2 Ex. C. R. 568; Bayer Co. Ltd. v. American Druggists 
Syndicate Co. Ltd. (1924) S. C. R. 558 at 569, per Duff, J.; Raybestos Co. v. 
Asbestonos Co. (1923) Ex. C. R. 47; Robert Crean & Co. Ltd. v. Dobbs & Co. 
(1930) S.C. R. 307). It can hardly be considered that the Legislature intended to 
make such a drastic change in the law of trade-marks and passing off for the 
inevitable results of such a change must have been obvious. 

When the decision of Maclean, J., in the Fine Foods case came to the Supreme 
Court of Canada on appeal, Kerwin, J., delivering the judgment, said: 


In coming to a conclusion as between the appellant’s unregistered mark “Summer 
Pride” and respondent’s registered mark “Garden Pride” the President considered that he 
was not entitled to take into consideration the use of the former because it was not regis- 
tered. I express no opinion on this point for even assuming that the Court may take 
into consideration the unregistered mark, the two marks are not “similar” within the mean- 
ing of that expression as used in the Act. 


The words of Kerwin, J., “Even assuming that the Court may take into con- 
sideration the unregistered mark,’”’ would appear to suggest that the Supreme Court 
had some doubts as to the correctness of the decision in both the Fine Foods and 
Canada Crayon cases. 





UNFAIR COMPETITION 
By Edward S. Rogers* 


In order to see what is loosely called “unfair competition” in proper perspective, 
it is desirable briefly to trace the history of the idea from the first use of the phrase. 
The injury resulting from the appropriation or imitation of a trader’s mark was 
the sale of a competitor’s goods as those of the man whose goods the mark identified 
and hence to interfere with his trade expectancy or “good-will” by depriving him of 
customers by deceit. The notion that there is “property” in trade-marks as a 


* From a speech before the Law Club of Chicago, delivered April 27, 1945, with the subject 
“The Protection of Trade-Marks and the Repression of Unfair Trading as Social Problems.” 
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_ separate thing was once quite generally entertained and for a while it served well 
enough, but it was very soon perceived that a trader’s customers might be diverted 
by the imitations of things which were not trade-marks and in which property 
rights could not be maintained, such as simulation of packages, the misuse of per- 
sonal names, descriptive words and the like. The result was the same misrepresenta- 
tion and the same interference with trade expectancy. At first the courts had diffi- 
culty in adjusting themselves to the situation. Law writers did not know where 
to classify these cases. Digest compilers put them under an added paragraph 
heading “Cases analogous to trade-mark cases.” A Chapter similarly entitled was 
tacked on to textbooks. Mr. Browne in the first edition of his book on Trade- 
Marks (Boston, Little, Brown & Co., 1873) had a chapter (XII) “Rights analogous 
to those of Trade-Marks.”’ The phrase unfair competition was not used. In the 
second edition (1885) the same chapter heading is used but the phrase “unfair 
competition” appears in the index and in Section 43 it is said: 


Unfair competition in Business.—In examining cases classified in digests and books 
of reports as those of trade-marks, the reader is sometimes puzzled. In the absence of 
the slightest evidence that technical trade-marks have been infringed, courts of equity 
have granted full and complete redress for an improper use of labels, wrappers, billheads, 
signs, or other things that are essentially publici juris. The difficulty is, that wrong names 
are used. French-speaking nations have a standard name for this kind of wrong. The term 
used is concurrence deloyale. This term may fairly be Anglicized as a dishonest, treacher- 
ous, perfidious rivalry in trade. In the German Imperial Court of Colmar, in 1873, the 
court said that current jurisprudence understands by concurrence deloyale all manoevres 
that cause prejudice to the name of a property, to the renown of a merchandise, or in 
lessening the custom due to rivals in business. The euphemism employed as a head of this 
section will answer the present purpose. 


This phrase unfair competition soon became applied exclusively to cases involv- 
ing what the English call passing off and the law itself was in danger of being crys- 
tallized by this supposed limitation of the term. Happily, unfair competition soon 
became applied to conduct which did not involve passing off and was extended to 
include misappropriation as well as misrepresentation,’ and in general to acts which 
artificially and injuriously interfere with the normal course of trade (Jnternational 
News Service v. Associated Press, 248 U. S. 215, 240). Thus, disparagement,’ 
molestation,’ inducing breach of contract,* commercial bribery,’ misleading ad- 
vertising,” false trade descriptions,’ misrepresentation of business status,° use of 
lotteries as a sales stimulant,’ all illustrate only a few instances which show how the 





1. International News Service v. Associated Press, 248 U. S. 215, 241, 242; Schechter v. 
United States, 295 U. S. 495, 532. 

2. Smith, Disparagement of Property, 1913, 13 Co. Law Rev. 13; Pound, Equitable Relief 
Against Defamation, 1916, 29 Harvard Law Review, 640, 668. 

3. Evenson v. Spaulding, 150 Fed. 517. 

4. Sayre, Inducing Breach of Contract, 1923, 36 Harvard Law Review 663; Carpenter, 
Interference with Contract Relations, 41 Harvard Law Review 728. 

5. Federal Trade Commission v. Winsted Hosiery Co., 258 U. S. 483; Federal Trade Com- 
mission v. Algoma Lumber Co., 291 U. S. 67. 

6. Federal Trade Commission v. Royal Milling Co., 288 U. S. 212. 
7. Federal Trade Commission v. Keppel & Bro., 291 U. S. 304. 
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phrase unfair competition or unfair methods of competition has expanded from its 
small beginnings to its present scope.* 

Let us trade the process by which this development proceeded. 

Under the common law as understood in the United States, a business-man 
has the right to insist that others shall not take away his customers by falsely rep- 
resenting that their goods are his. This false representation is made by the ap- 
plication to the goods of one trader of a mark which customers associate with those 
of another and thus by a false representation deprive him of custom which otherwise 
he would get. 

The false representation made by the misapplication or deceptive imitation of 
trade-marks we classify as “trade-mark infringement.” 

As commerce broadened and trade piracy, which is a highly specialized pursuit 
carried on by ingenious persons, began to develop, it was apparent that if parasites 
were to be stopped additional means of combatting their activities must be found. 

Suppose that the parasite lets the trade-mark of the established business-man 
alone but imitates his label in color or arrangement, his container in appearance or 
design, or the merchandise itself so as to represent his goods as coming from the man 
whose reputation he would like to steal, or even says by word of mouth, “My goods 
are the goods of A,” and thus by false representation deprives “A” of custom which 
otherwise he would get. The false representation when made in this way gave 
our courts a good deal of difficulty, and after judicial inertia had been overcome, ade- 
quate relief was granted, but the theory on which it was granted was anything but 
clear. 

The false representation in these cases is, however, precisely the same as in the 
cases of stealing trade-marks—merely the instrumentality by which it is made dif- 
fers. But as in the case of theft of trade-marks, the thing stolen is a symbol of 
something else—the good-will of the man who has earned it by dealing fairly with 
the public. He is believed to be entitled to realize the reasonable hope that cus- 
tomers who prefer to buy his goods will continue to do so. When another’s goods 
are falsely represented as his, he is deprived, by fraud, of this reasonable expecta- 
tion of custom. He is thus deprived of his trade probability. 

This theory is consistent with the way other unfair business practices are dealt 
with. 

Let us suppose that a man’s goods come from a famous district and his com- 
petitor’s goods do not, but, notwithstanding, the competitor marks his goods with 
a false indication of their origin, thus representing them as coming from a district 
from which they do not come and from which the other man’s goods, in fact, come. 
Or let us suppose that there is a description which one man may rightfully use upon 
his goods, because, as to them, it is truthful, but another applies it untruthfully to 
his goods, thereby enabling him to compete on an apparent equality with the prod- 
ucts which are truthfully described, when, but for the false description, he would 
be unable to compete with them. It would seem that in such cases also a man is being 


8. See article “Unfair Competition” by Milton Handler, 21 Jowa Law Review 175, January, 
1936. 


UNFAIR COMPETITION 129 


deprived, by misrepresentation, of trade which he, or the group to which he right- 
fully belongs, otherwise would get. 

Let us suppose another case. A man stands in front of the place of business 
of his rival with a gun and threatens to shoot customers coming there to trade. 

What is the right that is violated in such a case? Perhaps it is the right to be 
protected against being deprived of the reasonable expectation of custom by force 
or threats. 

While we are supposing, let us suppose another case. Instead of threatening 
a man’s customers with a gun, a competitor falsely or recklessly asserts that his 
rival’s goods infringe a patent owned by him and threatens to sue anyone who buys 
them. Or supposing still further, he says that the other man’s goods are poisonous 
when they are not, and thus induces people not to buy them. Or suppose that he 
says merely that his rival’s goods are no good, or compares them, to their disad- 
vantage, with his own—not to give information or extol his own goods, but to keep 
people from buying the other fellow’s. 


Or while we are supposing, let us suppose further that a man induces another 
man’s employees to leave and come with him, either to cripple his competitor or to 
get information acquired while in his service, such as his formulas, processes, or 


methods of doing business, his price, costs, or a list of his customers. Or sup- 
pose he goes to his competitor’s customers and corrupts the purchasing agents by 
bribes to deal with him and refrain from dealing with his competitor, or causes 
customers to break their contracts and buy of him instead. 

All of these acts strike the ordinary, right-minded person as unfair, unsports- 
manlike, and immoral. But what right is violated? It will not help solve the prob- 
lem to talk of property or rights or wrongs of different sorts. A business-man 
has a right to the reasonable expectation of future custom without interference by 
fraud, by misrepresentation, by force, by threats, by defamation, by disparagement, 
by the enticement of his employees, the betrayal of confidential information, com- 
mercial bribery and interference with his contracts. All these acts are species of 
the genus unfair trading, as the term is now understood. Under the modern law 
as it is now applied, unfair competition includes any act, not necessarily fraudulent, 
which artificially interferes with the normal course of trade to the disadvantage of 
another. There need be no competition if the artificial interference is present. It 
is true, of course, that most of the cases have arisen between competitors in busi- 
ness, but the fact of competition or its absence ought not to be controlling. It is 
the nature or the result of the act, not the occupation of the actor which should 
determine its character. 

Leaving out of account for the moment all ethical considerations, business is 
entitled as a matter of sound public policy to be protected against such acts as those 
recited. Each business-man ought to receive the custom which would reasonably 
and normally come to him without artificial interference. He should be secure 
against any unnecessary obstruction by which others, less efficient, attempt to handi- 
cap him so as to draw him back to them and not, by independent effort, advance 
themselves to him. The business-man who is subjected to such practices is made un- 
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fairly to carry an unnecessary weight and as a result, he cannot travel so fast or so 
far. 


The Rule in Erie Railway v. Tomkins As It Affects Trade-Marks and Unfair 
Competition 


Except in commercial centers there were few conflicts between manufacturers 
over the markings on goods or unsportsmanlike methods in business. In such 
places there were some decisions. The New York and Massachusetts courts decided 
a few cases but in other places there were hardly any. In Illinois, for example, 
there are only 23 reported cases involving trade-marks or trade-names and 31 
dealing with aspects of unfair competition. These were mostly disputes between 
local merchants. Where important questions of wider interests were involved, there 
was usually the necessary amount and diversity of citizenship to give the Federal 
courts jurisdiction. Soon there was built up by decisions of the Federal courts a 
great body of Federal law dealing with trade-marks and unfair competition. For 
example, in the cases decided by the Circuit Court of Appeals for the Seventh Cir- 
cuit there are 515 separate digest points and 220 in the District and Circuit Courts 
sitting in the states comprising the Seventh Circuit. The decisions were fairly uni- 
form and the applicable rules were well understood, including relief against the un- 
fair acts which I have already specified. More and more cases were brought in the 
Federal courts because lawyers knew or could easily learn what the decisions were 
and there were enough of them to give a comprehensive picture. If, for example, a 
suit was to be brought in Cincinnati, or Louisville, the decisions of the Sixth Circuit 
were studied. The decisions in the Circuits were pretty uniform. We knew what 
things could or could not be done. But then came Erie Railway v. Tomkins, 304 
U. S. 64, and there was chaos.* There were 48 different sovereignties the decisions 


* Stevens-Davis Co. v. Mather, 230 Ill. App. 45: 


“We are of the opinion from our examination of the authorities, that the ‘palming off’ 
doctrine has been followed by both the state and federal courts in an almost unbroken line 
of decisions, as a rule of law, and that the courts of this state also deem it to be a rule of 
law. If it is not the rule of decision by which the facts may be tested, what is the general 
rule that has supplanted it? We are unable to discover any other general rule; 
and it is not within the jurisdiction of this court to formulate a rule of decision. Each 
case is not to be left to the discretion of the court to be decided according to the court’s idea 
of justice and right. The ‘palming off’ rule is expressed in a positive, concrete form which 
will not admit of ‘broadening’ or ‘widening’ by any proper judicial process. It is rigid and 
inelastic. It may be expressly overruled or amended and a new rule announced by a court 
of final authority, but it is not framed in such general terms that it may be extended under 
the guise of judicial construction. The better method would probably be to broaden it by 
legislation. According to the view we have taken, the Supreme Court of the United States 
holds that the ‘palming off’ rule is not the only ground of equitable relief in unfair compe- 
tition, and the Supreme Court of this State holds that it is the only rule of decision. The 
law announced by the Supreme Court of this State is a positive rule of law, and is as binding 
on this court as a statutory enactment. The decision of the Supreme Court of the United 
States, although entitled to the deference which is due to so distinguished a tribunal, is not a 
rule of decision that must be followed by a State Court in the class of cases in question. In 
cases not involving the construction of the Constitution or laws of the Union, the decisions 
of the Supreme Court of the United States are not binding as authority on the State courts. 
Fuller v. Shedd, 161, Ill., 462, 494; Lebanon Bank v. Mangan, 28 Pa. St. 452; Doe ex dem. 
Shelfon v. Hamilton, 23 Miss. 496, 498.” (Emphasis ours.) 
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of whose courts were the law. The body of Federal decisions which had been 50 years 
evolving was not binding either on the state or Federal courts. No one knows what 
the law is. Theoretically, what the Federal courts are required to apply is the law 
of the State where they might sit. And it was frequently found that there were no 
applicable State decisions, or that the decisions of the States comprising the same 
circuit were not uniform. It may take fifty years to get a body of decisional law 
in the State of Illinois comparable to the one already developed in the Circuit 
Court of Appeals for the Seventh Circuit. 


I suggest that the whole difficulty can be solved by legislation—that there might 


be a statute making actionable those acts of unfair competition which are recognized 
to be such by enlightened world opinion.* 


Have the Industrial Property Treaties Given Us a Code? 


But to find a specification of unfair competition we need look no farther than 
various treaties which the United States has made with most of the nations of both 
hemispheres. These conventions assure, in every signatory country, to the nationals 
of every other, the protection of their trade-marks and “effective protection against 
unfair competition.” Either in the conventions or in a separate resolution there 
are specifications of acts which are to be considered acts of unfair competition. 


* See Appendix for suggested statute and commentary upon it. 

+ The International Convention of the Union for the Protection of Industrial Property, as 
amended at London, June 2, 1934, provides (Derenberg—136, “Trade-Mark Protection and 
Unfair Trading,” pages 1935, 1045) : 


Article 10 Bis 


(1) The countries of the Union are bound to assure to nationals of countries of the Union 
an effective protection against unfair competition. 
(2) Every act of competition contrary to honest practice in industrial or commercial 
matters constitutes an act of unfair competition. 
(3) The following particularly are to be forbidden: 
1° All acts whatsoever of a nature to create confusion by no matter what means with 
the establishment, the goods, or the services of the competitor ; 
2° False allegations in the course of trade of a nature to discredit the establishment, 
the goods or the services of a competitor. 


Article 10 Ter 


(1) The countries of the Union undertake to assure to the nationals of other countries 
of the Union appropriate legal remedies to repress effectively all acts set forth in Articles 
9, 10, and 10 bis. 

(2) They undertake, moreover, to provide measures to permit syndicates and associations 
representing the manufacturers, producers or merchants interested, and of which the exist- 
ence is not contrary to the laws of their country, to take actions in justice or before the ad- 
ministrative authorities, in view of the repression of the acts set forth in Articles 9, 10 and 
10 bis, so far as the law of the country in which protection is claimed permits it to the 
syndicates and associations of that country. 


The Inter-American (or Pan-American) Convention signed at Washington, February 11, 
1929, provides : 380 Official Gazette, pages 245, 247 (Chapter IV). 


Article 20 


Every act or deed contrary to commercial good faith or to the normal and honorable de- 
velopment of industrial or business activities shall be considered as unfair competition and, 
therefore, unjust and prohibited. 

Article 21 
The following are declared to be acts of unfair competition and unless otherwise effectively 


dealt with under the domestic laws of the Contracting States shall be repressed under the 
provisions of this Convention : 
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Effective protection against these acts is assured to foreigners. This is a nation- 
wide right accorded to foreigners under the treaty making power which, under the 
Constitution, is given to the National government. These treaties guarantee the 
same protection to American nationals in foreign countries. It is said that these 
rights are not conferred upon American citizens in the United States; but they 
are I submit, rights which they ought to have and I believe they do have. American 
nationals ought not, I should suppose, have less rights at home than they have 
abroad, or at home, less than foreigners. 

But I submit these conventions are self-operating and that we have in them, 
substantive rules applicable throughout the United States. 

The Inter-American Convention was applied and trade-mark rights assured 
under it to a national of Cuba were enforced in Bacardi Corporation v. Domenech, 
311 U.S.150. Chief Justice Hughes referring to this treaty said (p. 161): 

This treaty on ratification became a part of our law. No special legislation in the 

United States was necessary to make it effective. 

After holding that the Convention of its own force created substantive rights 
in trade-marks in the United States, the Chief Justice said (p. 164) : 





(a) Acts calculated directly or indirectly to represent that the goods or business of a 
manufacturer, industrialist, merchant or agriculturist are the goods or business of another 
manufacturer, industrialist, merchant or agriculturist of any of the other Contracting States, 
whether such representation be made by the appropriation or simulation of trade-marks, 
symbols, distinctive names, the imitation of labels, wrappers, containers, commercial names, 
or other means of identification ; 

(b) The use of false descriptions of goods, by words, symbols or other means, tending to 
deceive the public in the country where the acts occur, with respect to the nature, quality, 
or utility of the goods; 

(c) The use of false indications of geographical origin or source of goods, by words, 
symbols, or other means which tend in that respect to deceive the public in the country in 
which these acts occur ; 

(d) To sell or offer for sale to the public an article, product or merchandise of such form 
or appearance that even though it does not bear directly or indirectly an indication of origin 
or source, gives or produces, either by pictures, ornaments, or language employed in the 
text, the impression of being a product, article, or commodity originating, manufactured or 
produced in one of the other Contracting States ; 

(e) Any other act or deed contrary to good faith in industrial, commercial or agricultural 
matters which, because of its nature or purpose, may be considered analogous or similar to 
those above mentioned. 

Article 22 

The Contracting States which may not yet have enacted legislation repressing the acts 
of unfair competition mentioned in this chapter, shall apply to such acts the penalties con- 
tained in their legislation on trade-marks or in any other states, and shall grant relief by way 
of injunction against the continuance of said acts at the request of any party injured; those 
causing such injury shall also be answerable in damages to the injured party. 


Seventh Resolution—380 Official Gazette, pages 245, 250 


The Seventh Resolution adopted at the Washington conference, concurrently with the Con- 
vention, was as follows: 


Declaration of Principles on Unfair Trade Practices 


Resolved, that every act inducing breach of contract without just cause or which discredits 
the products or methods of a competitor ; commercial bribery ; enticing employees of a competitor 
to obtain confidential information with respect to his activities; false use of testimonials, war- 
rants, and appointments, and false statements of membership in associations; and in general 
every act which tends to secure the patronage of a competitor through intimidation or coercion 
is declared unfair and fraudulent. 
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In this view, the contention that a ratifying State, on due registration of a foreign 
mark in accordance with the treaty, is not bound to protect the owner in the use of that 
mark provided it refuses that protection to its own nationals necessarily fails. . . . When 
protection is sought for such marks a ratifying State cannot escape the obligation of the 
treaty and deny protection by the simple device of embracing its own nationals in that 
denial. That would make a mockery of the treaty. 


There can be no valid distinction between the protection which the convention 
guarantees to trade-marks and the similar guarantee of effective protection against 
unfair competition. 

Article IV, Clause 2, of the Constitution is as follows: 


This Constitution, and the Laws of the United States which shall be made in Pur- 
suance thereof; and all Treaties made, or which shall be made, under the Authority of the 
United States, shall be the Supreme Law of the Land; and the Judges in every State 
shall be bound thereby, any Thing in the Constitution or Laws of any State to the Con- 
trary notwithstanding. 


Now this is the question: Are not the prohibitions of unfair competition which 
the treaties contain the supreme law of the land and are not the judges of every 
State bound thereby, anything in the laws of any State to the contrary, notwithstand- 
ing? And where does that leave Erie Railway v. Tomkins? 





Appendix—Suggested Statute—An Act Relating to Unfair Trade and Providing 
for Its Repression 


Section 1. Unfair trade is hereby declared to be unlawful and shall be actionable 
at the suit of any person whose business is damaged or likely to be damaged 
thereby. 

Section 2. Without being limited to them, the following acts in trade or business 
shall be deemed to be unfair trade: 


(a) Misrepresenting, directly or indirectly, that the goods, services, or business, of 
one person are those of another, including, without limitation, misrepresentation by ap- 
propriation, imitation or similation of trade-marks, symbols, distinctive names, slogans, 
labels, wrappers, containers, commercial names, or other means of identification. 

(b) The use of a false description of goods, by words, symbols or other means likely 
in any material respect to deceive the public as to the goods so described. 

(c) The use of a false indication of geographical origin or location of business, by 
words, symbols, or other means likely to deceive the public as to geographical origin or 
location. 

(d) Malicious disparagement of a trader or of his goods or services. 

(e) Molestation of or malicious threats against a trader or molestation of or malicious 

or unjustifiable threats against his customers. 

(f) Inducing breach of contract, or unjustifiable interference with contract rights 
or obligations. 

(g) Bribery of employees or agents to induce a breach of duty to their employer or 
principal. 

(h) Inducing disclosure of confidential information. 

(i) False claim of membership in or approval by unions or other associations. 

(j) Any malicious act designed to injure a person in his trade or business. 
(k) Any other act or deed contrary to good faith or honorable commercial usage. 
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Section 3. Absence of competition is not a defense if the acts complained of are 
unfair as herein specified. 

Section 4. All remedies both legal and equitable shall be available to redress 
and repress acts of unfair trade done or threatened, and the defendant shall be 
entitled to all legal and equitable defenses. 

Section 5. If the court shall find that a defendant acted innocently, he shall not 
be liable in damages, but injunctive or other preventive relief may be decreed, as 
well as profits attributable to the wrong. 

Section 6. The word “person” as used in this Act includes natural persons, as- 
sociations, corporations and partnerships. 

Section 7. This Act may be known and cited as the “Unfair Trade Act.” 


Commentary 


Section is based on Section 2 of the Illinois Fair Trade Act (S. B. 598, Laws 
of 1935, approved and effective July 8, 1935) held constitutional as a proper means 
of specifying acts of unfair competition by the Supreme Court of Illinois in Seagram- 
Distillers Corp. v. Old Dearborn Distributing Company, 363 Ill. 610; affirmed by 
the Supreme Court of the United States, 299 U. S. 183. 

Section 2 is for the purpose of specifying certain acts as acts of unfair competi- 
tion without being limited to the acts enumerated. 

Specifications (a), (b), (c), (e), (f), (g), (h), (i), (j), and (k) in Section 
2, are rough translations of the language in two international conventions dealing 
with trade-marks and unfair competition to which the United States is a party, 
namely the Union Convention, as revised in London June 2, 1934, Derenberg, 
1035, Art. 10 Bis., p. 1945; and the Inter-American Convention of February 20, 
1929, Ch. 4 and Seventh Resolution, 380 O. G. 245, 247, 250. Specification (d) 
of Section 2 is a paraphrase of the language of Justices Pitney and Holmes in Inter- 
national News Service v. The Associated Press, 248 U. S. 215, 239, 240-246: and 
the Chief Justice’s in A. L. A. Schechter Poultry Corp., et al. v. United States, 295 
U. S. 495, 532. 

In Section 3, the language “whether or not the actor is a competitor of the 
person damaged,” is to negative a fallacious idea that some of the courts have enter- 
tained that there can be no unfair competition unless there is competition. While 
it is true, as a general thing, that acts of unfair competition are perpetrated by com- 
petitors, still the accent should be on the unfairness rather than on the competition. 
See Judge Denison’s remarks in Vogue v. Thompson-Hudson (C. C. A. 6th) 300 
F. 509-512(2). See discussion, Section 35, p. 419 and following, Derenberg’s 
Trade-Mark Protection and Unfair Trading, Matthew Bender & Company (1936). 

If it should be argued that a statute, such as here proposed, would change or 
extend the common law of the State, the answer is that the States have power to 
change their own common law by statute (B. & O. Railroad v. Baugh, 149 U. S. 368, 
378; Liberty Warehouse v. Burley Tobacco Assn., 276 U.S. 71, 89; and can create 
a new cause of action if they see fit (St. Lowis & S. F. Railway v. Mathews, 165 
U.S. 1, 27; Chicago & Alton Railroad Co. v. Transbarger, 238 U.S. 67, 76; George 
v. Board of Revenue, 207 Ala. 227, 92 South, 269; Kimmish v. Ball, 129 U.S. 217, 
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_ 222; New York Central Railroad v. White, 243 U. S. 188; Chicago Railroad Co. v. 
Zernecke, 183 U.S. 582). 
Sections 4, 5, 6 and 7 do not seem to me to require explanation. 


TRADE SLOGANS 


Since our last published list, the following trade slogan has been received and 
entered in the records of the Association: 


“There is only one Champion” Champion Stove Company 
















FORTY TRADE-MARK BULLETIN 


WANTED 


Until further notice, we will pay the sum of One Dollar ($1.00) for each 
copy of the June, 1941, April, 1942 and the June, 1943 Reporter, delivered 


in condition for binding ; for two copies of the 1940, Index, 50 cents each. 
Copies of the Master Index, vols. I and II and vols. 28-30, any condition. 


For Sale: War Measures Relating to Industrial Property (Supplement to 
the January, 1944, issue), $0.75. 


Address: 


UNITED STATES TRADE-MARK ASSOCIATION, 
522 FirTH AVENUE, 
New York 18, N. Y. 


